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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Edward J. Yablon, )

)

Opposer, ) Application Serial No. 86448439

)

v. ) Mark:  WORDPRESS

)

WordPress Foundation, ) Opposition No. 91221895

)

Applicant )

APPLICANT'S REPLY BRIEF IN SUPPORT OF ITS MOTION TO SUSPEND AND

RESPONSE IN OPPOSITION TO OPPOSER S REQUEST FOR DEFAULT

JUDGMENT

WordPress Foundation ( WordPress ) respectfully requests that the Board deny

Opposer s improper Request for Default Judgement, as WordPress timely complied with the

provisions of 37 CFR § 2.117(a) and Section 510.02(a) of the Trademark Trial and Appeal Board

Manual of Procedure, showing just cause for suspending the proceeding, and therefore has not

failed to answer within the appropriate time period. In support of its Motion to Suspend,

WordPress states as follows:

On June 18, 2015, WordPress filed a lawsuit against Opposer alleging infringement of

WordPress federally registered trademarks, unfair competition and false designation of origin,

violations of the Anticybersquatting Consumer Protections Act, and trademark infringement

under the laws of the state of California (the Lawsuit ). Pursuant to 37 CFR § 2.117(a) and

Section 510.02(a) of the Trademark Trial and Appeal Board Manual of Procedure (TBMP), on

June 19, 2015, WordPress timely filed a Motion to Suspend Proceedings Due to Prior Pending

Civil Action in Federal District Court ( Motion to Suspend ). A copy of the Motion to Suspend

is attached hereto as Exhibit 1.



Prior to WordPress June 21, 2015, deadline to file an Answer to Opposer s Notice of

Opposition, WordPress filed the pending Motion to Suspend. Under 37 CFR §2.127(d) and

TBMP Section 528.03, an opposition proceeding will be suspended when any party files a

motion that is potentially dispositive of a proceeding. Specifically, 37 C.F.R. §2.127(d) provides

as follows:

When any party files a motion to dismiss, or a motion for judgment on the

pleadings, or a motion for summary judgment, or any other motion which is

potentially dispositive of a proceeding, the case will be suspended by the

Trademark Trial and Appeal Board with respect to all matters not germane to the

motion and no party should file any paper which is not germane to the motion

except as otherwise specified in the Board's suspension order. If the case is not

disposed of as a result of the motion, proceedings will be resumed pursuant to an

order of the Board when the motion is decided.

WordPress  Motion to Suspend is potentially dispositive of this Proceeding because the lawsuit

involves issues in common with and identical to those before the TTAB in this Proceeding,

specifically WordPress  rights to the WordPress Trademarks, and Opposer s use of the

WordPress Trademarks.  The District s Court s determination of these issues will be binding on

the Trademark Trial and Appeal Board. Indus., Inc. v. The Libman Co., Cancellation No. 23,564,

1996 TTAB; Vining Indus., Inc. v. The Libman Co., Cancellation No. 23,564, 1996 TTAB

LEXIS 455, at *5 (TTAB, July 16, 1996) (district court s decision on validity of registered mark

binding on TTAB).

Opposer argues without any factual or legal support that the Lawsuit has no impact on the

application at issue in this Proceeding, because the merits for approval or rejection of the

Trademark Application would not be impacted by the outcome of the matter cited. This

argument is factually and legally inaccurate. To establish trademark infringement in the

Lawsuit, WordPress will need to establish its right to use and register the WordPress trademarks.

See U.S.C. § 1114(1)(a). The instant Proceeding, and the allegations made by Opposer, also



revolve around WordPress  rights to use and register the WordPress trademarks, and thus the

issues in the Proceeding are common with and identical to those before the District Court in the

Lawsuit. See Squirrel Brand Company v. Barnard Nut Co. Inc., 101 USPQ 340 (Comr., 1954)

( Rights in trademarks grow out of their use. Use is a prerequisite to ownership, and use in

commerce by the owner is a prerequisite to registration. Although the ultimate finding of the

tribunals of the Patent Office in proceedings such as these is the right of an applicant to register,

nevertheless there must be a finding of the right to use in commerce before that ultimate finding

can be made. The Court, in the civil action, will necessarily determine this preliminary question

of the right to use, and that determination will form the basis of the ultimate finding of the

Office ); see also General Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d 1933

(TTAB 1992); and Whopper-Burger, Inc. v. Burger King Corp., 171 USPQ 805 (TTAB 1971).

The Opposer also alleges that the Lawsuit at issue is not in progress,  and is therefore

not sufficient to suspend the Proceeding under 37 CFR § 2.117(a) and Section 510.02(a). Rule 3

of the Federal Rules of Civil Procedure provides that a civil action is commenced by filing a

complaint with the court. The Board relied on Rule 3 in Tokaido v. Honda Associates Inc., 179

USPQ 861 (TTAB 1973), when it aptly noted, that the fact that the complaint may not yet have

been served upon the defendant did not in and of itself serve to negate the existence of the suit

for purposes of a Motion to Suspend Pending Final Determination of a Civil Suit. As stated in

Paragraph 1, WordPress filed the complaint on June 18, 2015, and therefore its June 19, 2015,

Motion to Suspend was proper and timely.

Despite the fact that the Proceeding before the TTAB was the first to be filed, the Board

has deemed it to be better policy to suspend a TTAB proceeding until the civil suit at issue has

been concluded. See Townley Clothes, Inc. v. Goldring, Inc., 100 USPQ 57 (Comr., 1953) ( As



stated, each case must rest on its own set of facts and where, as here, the issues in a civil action

involve ownership, secondary meaning and the right to exclusive use, and the Court's findings

will be determinative of the same issues so far as the right to register is concerned, it is deemed

to be the sounder practice to suspend the Patent Office proceedings pending termination of the

Court action ); Tuvache, Inc. v. Emilio Pucci Perfumes International, Inc., et al., 152 USPQ 574

(DC NY, 1967); and Sam S. Goldstein Industries, Inc. v. Botany Industries, Inc., 163 USPQ 442

(DC NY, 1969).

For the aforementioned reasons, WordPress respectfully requests that Opposer s Motion

for Default Judgement by denied, and that the Proceeding be suspended until final determination

of the pending civil action in the District Court.

Respectfully submitted,

WORDPRESS FOUNDATION

Date:  June 29, 2015 By /s/  Caitlin R. Brandon ____

David A.W. Wong

Jonathan P. Froemel

Caitlin R. Brandon

BARNES & THORNBURG LLP

11 S. Meridian St.

Indianapolis, IN 46204

Attorneys for Respondent

dwong@btlaw.com

jfroemel@btlaw.com

cbrandon@btlaw.com



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of this APPLICANT'S BRIEF IN

OPPOSITION TO OPPOSER S REQUEST FOR DEFAULT JUDGMENT has been served by

depositing a copy of the same in the United States mail, first class postage prepaid and properly

addressed to:

Edward J. Yablon

PC-VIP Inc.

115 E 87th St21-C

New York, NY 10128

this 29th day of  June, 2015.

_____/s/ Caitlin R. Brandon ________














































































































